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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timefy filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timefy. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)[3 Responsive to communication(s) filed on 03 February 2003 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) IS Claim(s) 1-28 and 35-40 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-28 and 35-40 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) Q The proposed drawing correction filed on is: a)0 approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a>n All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) [Zl Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-41 3) Paper No(s). . 

2) EH Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) d Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademark Office 
PTO-326(Rev. 04-01) 



Office Action Summary 



Part of Paper No. 12 



Application/Control Number: 09/829,007 w Page 2 

Art Unit: 3714 

DETAILED ACTION 
Response to Amendment 
1 . In response to the amendment filed February 3, 2003, claims 29-34 are cancelled and 
claims 1-28 and the newly added claims 35-40 are pending. 



Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effect under this subsection of a national application published under section 122(b) 
only if the international application designating the United States was published under Article 21(2)(a) of such 
treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that a patent shall not be deemed filed in the United States for the purposes of this 
subsection based on the filing of an international application filed under the treaty defined in section 351(a). 

2. Claims 1, 4-8, 10, 12-15, 17-18, and 20-28 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Finkelstein et al (US 6,283,923). 

3. Regarding claim 1, Finkelstein et al discloses a means for questioning the user (Col 3, 
lines 30-33), means for accumulating a score based on answers to the questions (Col 8, lines 55- 
60), means for correlating the score to at least one indicator level (Col 6, lines 51-55) and means 
for informing the user of the results (Col 4, lines 44-45). 

4. Regarding claim 4, Finkelstein et al discloses that a summary containing the answers to 
the questions and the indicator level is provided (Col 7, lines 21-36). 

5. Regarding claims 5, 10 and 21, Finkelstein et al discloses a system designed to educate a 
user about asthma (Col 3, lines 17-20). 
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6. Regarding claim 6, Finkelstein et al discloses a method for repeating the test (Col 4, lines 
45-50), a method for asking a question and receiving an answer and providing results to the user 
(Col 3, lines 29-43), incrementing a score based on the answers to the questions (Col 8, lines 55- 
60 and Col 10), and correlating the score to the at least one indicator level (Col 6, lines 51-55). 

7. Regarding claim 7, Finkelstein et al discloses a system that informs the user of at least 
one indicator level (Col 4, lines 44-45). 

8. Regarding claim 8, Finkelstein et al discloses a system in which an indicator such as alert 
level may be changed dynamically (Col 7, lines 1 1-14). 

9. Regarding claims 12 and 27, Finkelstein et al discloses a system with software to perform 
asthma testing and education through a display in communication with a network (Col 3, lines 2- 



10. Regarding claims 13 and 28, Finkelstein et al discloses a method of storing valid test data 
including answers and indicator information (Col 6, lines 25-30). 

1 1 . Regarding claims 14-15, and 25, Finkelstein et al discloses a monitoring system 



connected \^ia network connection for performing the method of asthma testing and education 
through software based instructions (Col 4, lines 19-27). 

12. Regarding claim 16, Finkelstein et al discloses a method for assessing severity of asthma 
for a patient by transmitting a question and receiving an answer and providing results to the user 
(Col 3, lines 29-43), accumulating a score based on the answers to the questions (Col 8, lines 55- 
60), and repeating the testing and scoring steps for all questions in a series of questions (Col 4, 
lines 45-50 and Col 10). 



20). 
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13. Regarding claim 17, Finkelstein et al discloses a method for storing a series of answers in 
a database (Col 6, lines 25-30). 

14. Regarding claim 18, Finkelstein et al discloses a method for transmitting relevant patient 
background information and receiving answers for questions concerning the background patient 
information (Col 3, lines 6-8). 

15. Regarding claim 20, Finkelstein et al discloses a method that provides a summary of the 
assessment to the individual (Col 4, lines 41-45). 

16. Regarding claim 22, Finkelstein et al discloses that indicator material may be 
dynamically tailored to the needs of a particular patient (Col 7, lines 1 1-14). 

17. Regarding claims 23-24, Finkelstein et al discloses that information concerning asthma 
may be provided to a patient by a physician based upon the patient's indicator scores (Col 7, 
lines 34-37). 

18. Regarding claim 26, Finkelstein et al discloses a computer-readable medium having 
computer-executable instructions for asthma testing and education (Col 6, lines 50-55). 



Claim Rejections - 35 USC § 103 
19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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20. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

21 . This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

22. Claims 9 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Finkelstein et al. 

Regarding claim 9, Finkelstein et al discloses multiple scores and indicators (Col 7, lines 8-20), 
but does not specifically disclose that the indicator levels include severity level, compliance 
level, and performance level. However, Finkelstein et al does discuss providing a score for 
severity level (Col 6, lines 19-20) as one of the indicators for which a score is accumulated. 
Finkelstein et al also discusses issues of compliance and performance that are discussed between 
a patient and doctor as a result of the system asthma testing (Col 7, lines 21-37). In addition, 
Finkelstein et al provides for a self-test process over the Internet in which the test is performed 
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by the patient and the results provided directly to the patient (Col 4, lines 44-45, Col 8 and 9). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of invention 
to provide an ability to provide indicators that include severity level, compliance level and 
performance level to provide better asthma information to the user, including modifying scores 
in order to better reflect the threshold levels for alerts provided to a patient utilizing the self-test 
capability. 

23. Regarding claim 19, Finkelstein et al discloses a method of receiving answers to 
questions at the decision support server (Col 6, lines 65-68), which are then used to formulate 
alert status from background information. These alert status parameters may be changed 
dynamically to personalize them to a particular patient as a result of the answers received to 
assessment questions (Col 7, lines 1-20). Finkelstein et al also provides for a self-test process 
over the Internet in which the test is performed by the patient and the results provided directly to 
the patient allowing the patient to consult upon the information provided, including scores (Col 
4, lines 44-45, Col 8 and 9). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of invention to provide a means for personalizing the questions asked of 
individual patients in order to form personalized status alerts in a dynamic fashion, including 
modifying scores in order to better reflect the threshold levels for alerts provided to a patient 
utilizing the self-test capability. 

24. Claims 2 and 3 are rejected under 35 U S C 103(a) as being unpatentable over 
Finkelstein et al in view of Brown et al (US 5,879,163). 

25. Regarding claim 2, Finkelstein et al discloses the accumulation of multiple scores for 
multiple indices (Col 7, lines 8-20), but does not specifically disclose randomizing the order of 
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the questioning asked by the system. However, Brown et al (163) teaches a questionnaire 
generator to allow users of the system to design and implement questionnaires for accumulating 
answers to health related questions (Col 4, lines 53-64). The Examiner takes official notice that 
an individual who is composing a questionnaire may place questions in any order, including a 
random order. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to allow questions to be placed in random order when utilizing the means of 
questionnaire generation and for accumulating multiple scores for multiple indicators. 
Modifying the system disclosed by Finkelstein et al with the questionnaire generator as taught by 
Brown et al (163) may provide for a better physician's treatment plan for a particular patient by 
optimizing the questions asked and indicator scores recorded. 

26. Regarding claim 3, Finkelstein et al discloses multiple scores and indicators (Col 7, lines 
8-20), but does not specifically disclose that the indicator levels include severity level, 
compliance level, and performance level. However, Finkelstein et al does discuss providing a 
score for severity level (Col 6, lines 19-20) as one of the indicators for which a score is 
accumulated. Finkelstein et al also discusses issues of compliance and performance that are 
discussed between a patient and doctor as a result of the system asthma testing (Col 7, lines 21- 
37) and that alert parameters may be preset for a plurality of test parameters, suggesting that 
multiple parameters are provided for in the testing scenario (Col 7, lines 8-12). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of invention to provide an 
ability to provide indicators that include severity level, compliance level and performance level 
to provide better asthma information to the user. 
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27. Claims 1 1 and 35-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Finkelstein et al in view of Brown (US 6,375,469). 

28. Regarding claim 11, Finkelstein et al discloses that a user is provided with asthma 
education through a display in communication with a network (Col 3, lines 2-20). Finkelstein et 
al does not specifically disclose that the educational material is presented in a multimedia form. 
However, Brown (469) teaches that educating users may be accomplished by providing 
personalized health information to users through a display device and a multimedia processor 
(Col 3, lines 22-34). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of invention to provide educational material to users of the system in a multimedia 
format. Modifying the system set forth by Finkelstein et al with the system taught by Brown 
(469) provides vital health information to the user in an entertaining form and format over a 
network. 

29. Regarding claims 35 and 36, Finkelstein et al does not specifically disclose that there are 
two scored indicators (claim 35) or that the indicators include severity level, compliance level, 
and a performance level (claim 36). However, Finkelstein et al does provide for a plurality of 
alert parameters, besides severity level, in which level must be known in order to trigger an alert * 
(Col 7, lines 8-12) and Brown (469) teaches that measures for a compliance level and a 
performance level must be accumulated to assist in educating an asthma sufferer (Col 10, lines 8- 
24). Therefore, it would have been obvious to provide a health assessment method with a 
plurality of scorable indicators wherein the indicators included severity level, compliance level 
and a performance level. Combining the method disclosed by Finkelstein et al with the teaching 
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of Brown (469) provides a robust assessment tool that a patient may use independently to 
determine how to better manage their health condition. 

30. Regarding claim 37, Finkelstein et al discloses a method in which a plurality of 
indicators, such as alert level, may be changed dynamically (Col 7, lines 11-14). 

31. Regarding claim 38, Finkelstein et al discloses a method in which the answers to 
questions provided by a patient are stored in a data repository (Col 4, lines 39-40). 

32. Regarding claim 39, Finkelstein et al discloses a method in which background 
information questions are asked of the patient, who then supplies the answers to these questions 
and the data is stored in the data repository (Col 4, lines 28-40). 

33. Regarding claim 40, Finkelstein et al discloses a method designed to provide data 
information exchange to educate a user about asthma (Col 3, lines 17-20). 



Response to Arguments 

Applicant's arguments filed 2/03/2003 have been fully considered but they are not 
persuasive. 

The applicant presents the argument for claim 1 that means-plus-function language of the 
claim contains the proviso that the set of questions asked of a user must be completed during one 
sitting. The language of claim 1 does not disclose this limitation. Also, there is no element of 
time constraint disclosed in the applicant's specification as presented. The specification, in 
published paragraphs 1 1 and 12, discloses repeating the questions asked, but does not specify 
that this repetition must be accomplished during a single sitting of the test. In fact, applicant's 
specification seems to suggest the opposite; namely, that a user may repeat portions of the test in 
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an ad hoc fashion such that a user may take a portion of the test, stop the test for an 
indeterminate amount of time, then return to the test to complete it, or repeat it, at the user's 
convenience. Therefore, since there is no limitation in the claim language and the specification 
does not disclose or suggest that question sets must be completed during a single sitting, 
applicant's argument is not persuasive. 

In addition, applicant presents the arguments that claim 1 combines indicators to produce 
a composite score, and that Finkelstein et al does not disclose a "means for informing the user of 
the at least one indicator". The language of claim 1 does not disclose or suggest that there are 
multiple components to the "at least one indicator" that is being scored, so there is no support for 
the argument that the "at least one indicator" is a composite of symptoms contained in that one 
indicator. Also, Finkelstein et al does disclose a means of informing a user of the at least one 
indicator in columns 4, 8 and 9 while discussing the self-testing option provided for in the 
reference. 

The applicant presents the argument that the Finkelstein et al reference does not teach or 
suggest "incrementing a score for at least one indicator based on the answer to the question" as is 
presented in claim 6. The applicant argues that there is no reason in the Finkelstein et al 
reference for incrementing the score as each diary question is a separate entity, scored separately. 
However, Finkelstein et al does disclose incrementing scores in the discussion of trend analysis 
in column 10. Trend analysis cannot be performed without incrementing and accumulating a set 
of scores to perform an analysis upon. Therefore, the Finkelstein et al reference does disclose 
and suggest the claimed limitations in claim 6. 
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Regarding applicant's argument that Finkelstein et al does not disclose "informing the 
user of the at least one indicator level", the Finkelstein et al reference does disclose this feature 
in the discussion of the self-test capability in columns 4, 8 and 9. 

Regarding applicant's argument regarding claim 8, please reference the above rejection 
for claims 8 and 36. 

Regarding claim 16, applicant presents the argument that the Finkelstein et al reference 
does not disclose the combining of answers to different questions to come up with a grade 
according to a predetermined scale. The language in claim 16 does not provide for such a 
limitation and thus the argument is unpersuasive. 

Regarding claims 2,3,9,1 1, and 19, arguments have been answered in the above rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John L Sotomayor whose telephone number is 703-305-4558. 
The examiner can normally be reached on 6:30-4:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Hughes can be reached on 703-308-1806. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-308-7768 for regular 
communications and 703-308-7768 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-4558. 



jls ? 
April 11,2003 





